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CHARLES Broapway Rovss, Inc. v. THe WiNcHEsTER ComPaANy, 


INc. 


United States Circuit Court of Appeals for the Second Circuit 
April 28, 1924 


TrapE-Marks—GEoGrAPHICAL TERM. 

The name “Winchester” is a geographical term and as such can 

not be monopolized as a trade-mark at common law. 
[rapE-Marks—Prorer NAME. 

The name “Winchester” as adopted and used by the parties to this 
action is a proper name, and as such cannot become a valid technical 
trade-mark. 

Trape-Mark Act or 1920—Purpose. 

The purpose of this Act, as shown in the report of the Senate 
Committee on Patents, was to enable manufacturers to register their 
trade-marks in this country for the purpose of subsequent registra- 
tion abroad. 

Trape-Mark Act or 1920—Errect. 

This Act gives to registrations under it no effect whatever, either 

as a source of title or as evidence thereof. 
[RapE-NAMES—SECONDARY MEANING. 

A name or word which is not entitled to protection as a trade 
mark may by long and exclusive use acquire a secondary meaning as 
designating the goods of one individual, and thus become entitled to 
protection against the conflicting use thereof by another on the ground 
of unfair competition. 

[TraDE-NAMES—SECONDARY MEANING—EvIDENCE. 

Testimony of manufacturers and buyers for retailers as to the 
meaning of a word in the trade, does not establish a secondary mean 
ing for the word, since it does not prove what the word means to the 
consuming public. 

TrapE-NAMEs—UNFAIR COMPETITION. 

Unfair competition consists in the sale of one man’s goods as 
those of another. Whether such a practice exists is always a question 
of fact. 

Unrair Competrrion— Use or “WINCHESTER” IN Non-Competirive Markets. 

Where defendant sells its goods only from retail stores, each of 
which is conspicuously marked “The Winchester Store,” the name 
“Winchester” being displayed in all cases in a peculiar hand-designed 
style of lettering that has been uniformly employed by the defendant 
in all its advertising for over twenty years, and in which advertising 
it has expended millions of dollars, causing the name to be known in 
that form throughout the world; while the plaintiff's trade is almost ex- 
clusively with country store-keepers in the United States, to whom he 
supplies a catalog every thirty days, from which his goods may be 
ordered, the plaintiff's appeal is to a different public from that to 
which the defendant appeals. There is no unfair competition, for there 
is in fact no competition. 
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Appeal from decree of the District Court of the United States 
for the District of Connecticut, in favor of the plaintiff. Reversed. 
(For the opinion of the Court below, see 138 T. M. Rep. 269.) 


Munn, Anderson & Munn, of New York City, T. Hart Ander- 
son, Orson B. Munn, and John K. Brachvogel, all of New 
York City, for plaintiff-appellee. 

Archibald Cox, Arthur Wm. Barber, both of New York City, 
and Henry E. Rockwell, of Hartford, Conn., for defend- 
ant-appellant. 


Before Rogers, Hoven and Manton, Circuit Judges. 


Rogers, C. J.: This suit is brought on the ground that the 
defendant is infringing the plaintiff’s trade-mark and is engaged 
in unlawful competition. 

The plaintiff claims an exclusive common-law trade-mark in 
the word “Winchester” for shirts and other merchandise to which 
it applies the mark. It also claims rights in the use of the trade- 
mark because of its registration in the United States Patent Office 
and for which there was issued certificate of registration, Serial 
No. 139,698 registered on February 8, 1921. 

The plaintiff's trade-mark as shown in the drawing accom- 


panying the plaintiff's application for its registration is as follows: * 


<, 
AS 





Plant fs Lrade Mark 


WINCHESTER 


Defendants Trade Mark 


* As a means of comparison, both marks are here illustrated.—Ed. 
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The plaintiff claims infringement and also unfair competition 
by the defendant. 

The bill alleges that the defendant fraudulently adopted the 
word “Winchester” designedly, and for the purpose of inducing the 
public to purchase its shirts and other articles in the belief that it 
was buying shirts and other articles placed on the market by the 
plaintiff, and that the defendant in adopting such a name for its 
shirts and other merchandise, did so designedly, wilfully and for 
the purpose of defrauding the public and the plaintiff, and in unfair 
competition with the plaintiff, and that it selected said name be- 
cause thereby said name itself would mislead and deceive the public 
into purchasing and using defendant’s shirts, etc. under the mistaken 
belief that the same were those of the plaintiff, and for the purpose 
of depriving the plaintiff of its rights under its trade-mark, and in 
infringement of the plaintiff's rights at common law, and that the 
defendant is now continuing and threatens to continue all of the 
said unlawful acts and doings complained of. 

The plaintiff asks for an injunction to restrain the defendant 
from the use of the name “Winchester” in connection with the sale 
of shirts and other articles of wearing apparel of the same general 
character as that sold by the plaintiff in association with its trade- 
mark “Winchester.” By this use of its trade-mark it claims it has 
been damaged by the defendant in the sum of $50,000. In addi- 
tion to the injunction it asks that the defendant be decreed to ac- 
count for and pay over to it the income and profits which it is as- 
serted have been unlawfully derived from the violation of the 
plaintiff’s exclusive rights in and to the trade-mark. 

The bill asserts, and the answer admits, that the plaintiff and 
defendant are engaged in interstate commerce. 

The answer denies that the plaintiff is the owner of any valid 
trade-mark in the name “Winchester.” It denies that it has any 
common-law trade-mark rights in and to that name, or that the 
word has acquired a secondary meaning in the trade or among 
purchasers in general in respect to merchandise of the plaintiff. 

The plaintiff's predecessor in business, Peter W. Rouss, adopted 
and began to use as a trade-mark the name “Winchester” in con- 
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nection with the sale of men’s furnishings and more particularly 
shirts. This use of the name began as early as March, 1900, and 
since that time it has been continuously so used by the plaintiff or 
its predecessor in title for the purpose of distinguishing certain of 
its merchandise in men’s furnishings and particularly in connection 
with the sale of its shirts. 

The plaintiff is a New York corporation and is engaged in the 
wholesale dry goods business. It conducts its business in the City 
of New York, and alleges that it is vested with all the rights of 
its predecessor, including the good-will of the business and the 
trade-marks and trade-names. 

In addition to its claim of a common-law trade-mark, it claims 
that the word ‘Winchester,’ due to long and continuous use, has 
acquired a secondary meaning “‘both in the trade and among pur- 
chasers in general” and indicates that shirts and other merchandise 
to which it is applied are the products of the plaintiff and its prede- 
cessor in title. 

It alleges that on January 1, 1918, Peter W. Rouss, doing busi- 
ness under the name of Charles Broadway Rouss, sold and as- 
signed to the plaintiff all the right, title and interest in the trade- 
mark. 

It appears that in 1865 the General Assembly of the State of 
Connecticut granted a special charter to O. F. Winchester and four 
associates incorporating them, and such other persons as should be 
associated with them, into a body politic and corporate by the name 
of the Henry Repeating Arms Company, for the purpose of manu- 
facturing every variety of firearms and other implements of war, 
and all kinds of machinery adapted for the construction thereof. 
The incorporators did not immediately perfect their organization, 
and in the following year, 1866, the following resolution was passed 
by the General Assembly: 


“Reso_tveD BY THis AssEMBLY, That the name of the Henry Repeating 
Arms Company, a corporation chartered at the May Session of the General 
Assembly A. D. 1865, but not yet organized, be, and the name is hereby 
changed to that of the Winchester Repeating Arms Company.” , 
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The Act of 1865 fixed the amount of the capital stock at $500,- 
000 with liberty to increase the amount to $1,000,000. 

In 1909 the General Assembly of the State of Connecticut 
passed a Joint Resolution by which the Winchester Repeating Arms 
Company was “hereby authorized and empowered to increase its 
capital stock beyond the amount now authorized.” 

In 1919, proceeding under the Incorporation Laws of the State 
of Connecticut, there was incorporated The Winchester Company, 
the defendant herein. That company was organized, among other 
things, for the purpose of taking over the ownership and control of 
the Winchester Repeating Arms Company. Pursuant to the powers 
granted to it in its certificate of incorporation, it purchased or ob- 
tained control of the Winchester Repeating Arms Company which 
became its subsidiary. It obtained the right to use all the trade- 
marks and trade-names of the Winchester Repeating Arms Com- 
pany. While the defendant is in part a holding company, it has 
been and is an operating company in so far as it has established re- 
tail stores for selling and dealing in sporting goods of all kinds, 
including wearing apparel, fishing tackle, baseball, football and 
tennis supplies, hardware, cooking utensils, and similar goods. The 
first retail store of the defendant, operating under the name “The 
Winchester Store” was opened in Providence, Rhode Island in April, 
1920, and since that time it has been doing a retail business there 
in the lines of merchandise above mentioned. Since that time other 
similar stores, each known as “The Winchester Store,” have been 
opened and have commenced and are now conducting a retail busi- 
ness in New Haven, New York and elsewhere; and its retail stores 
deal in and sell, among other things, various products including 
firearms and ammunition and other articles manufactured by or pro- 
cured from its subsidiary company, Winchester Repeating Arms 
Company. 

The certificate of incorporation of defendant fixed the amount 
of the capital stock at $30,000,000, and declared that the corpora- 
tion “is to be located in the Town of New Haven in the State of 
Connecticut,” which is also the location of the Winchester Repeat- 


ing Arms Company. 
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The business of the Winchester Repeating Arms Company 
from the year. 1867 to the year 1920 and to the time when the Win- 
chester Company was formed consisted principally and now con- 
sists partly in the manufacture and sale of firearms and ammuni- 
tion and especially in the manufacture and sale of the Winchester 
repeating rifles and Winchester shot guns and Winchester ammu- 
nition, all of which products have been for a long time past well 
known throughout the world, and the Winchester Repeating Arms 
Company has used the trade-mark or trade-name “Winchester” 
upon its goods continuously from about 1867 up to the time this 
suit was brought and has extensively advertised the same. 

In the answer which is interposed in this suit it is alleged that, 
in exhibiting the trade-mark or trade-name “Winchester” on its 
goods, the Winchester Repeating Arms Company has applied the 
same in block lettering and in script and otherwise, but more special- 
ly, since in or about the year 1901, has exhibited the name or mark 
to a large extent in a particular form or style of so-called staggered 
or saw-tooth lettering, often in a particular shade of red, upon its 
ammunition, guns and other products and the packages or contain- 
ers therefor. It also appears that the Winchester Company, the 
defendant herein, has used the trade-name “Winchester” upon shirts 
and other articles of merchandise which it sells in its stores, and that 
its lettering is in the staggered or saw-tooth form used by the Win- 
chester Repeating Arms Company since the year 1901. The stag- 
gered form of lettering so used is indicated on p. 160. 

It appears that the name “Winchester,” or “The Winchester 
Store,” has been prominently displayed, usually with the name 
“Winchester” in red, and with the letters thereof in the staggered 
or saw-tooth form, upon its store fronts, and upon many of the 
articles of merchandise handled by the retail stores of the defend- 
ant; and that the name “Winchester,” as used upon said articles 
of merchandise, is of the same distinctive form and style as had 
been used by the Winchester Repeating Arms Company since the 
year 1901. 

The purpose of organizing The Winchester Company is dis- 
closed by the record. The Winchester Repeating Arms Company, 
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at the close of the World War, had a large plant which had been 
greatly developed and enlarged during the war. It was desired to 
develop means of filling the plant with business and enlarging the 
kind of business that was to be carried on. For that reason The 
Winchester Company was organized and took over the control of the 
Winchester Repeating Arms Company. The two companies have 
the same Chairman of the respective Boards of Directors. They 
have the same President, the same Treasurer, and the same Secre- 
tary. 

During the hearing of the case in the court below the follow- 
ing occurred: 

“Mr. Rockwell: I will ask counsel for the plaintiff if he will concede 
that the Winchester Repeating Arms Company and The Winchester Com- 
pany are closely affiliated and have the same policies and work together 
in close harmony and share the trade-mark ‘Winchester’ as used by the 
Winchester Repeating Arms Company and The Winchester Company. 

“Mr. Anderson: I concede it all, but I deny its relevancy.” 

Again: 


“Q. Is The Winchester Company a selling organization to any extent? 
\. It is to some extent, yes. It is partially a holding company and par- 
tially a selling company. It participates in a general sales policy, which 
is worked out by the two companies. 

“Q. And it operates a number of retail stores? A. It operates a 
number of retail stores. 

“Q. Are there any further retail stores with which the Repeating 
\rms Company is connectioned, other than those of The Winchester Com- 
pany? A. Yes, there are about forty-two hundred retail dealers who are 
stockholders in the Winchester Repeating Arms Company. 

“Q. What is a prerequisite to their obtaining contracts or making 
arrangements with the Winchester Repeating Arms Company? A. They 
are required to own some share of stock of The Winchester Company.” 


The Bill charges and the evidence shows that The Winchester 
Company sells shirts and certain articles of wearing apparel in the 
Winchester Stores and that it places upon them its trade-mark or 
trade-name “Winchester.” 

The District Court has decided that the plaintiff acquired a 
good common-law trade-mark in the name of “Winchester,” and that 
its registration of that trade-mark was good and valid. It also 
held that the defendant had infringed, and was also guilty of un- 


fair competition, and it entered a decree requiring the defendant to 
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account. The interlocutory decree which was entered granted an 
injunction the terms of which may be found in the margin. * 

The decree enjoins not only The Winchester Company, the 
actual defendant, but also the Winchester Repeating Arms Com- 
pany, which, as we have seen, is an affiliated company that has 
existed under that name since 1866. 

There are certain terms and words which cannot be monopolized 
as trade-marks. The general and well-established rule is that a 
geographical word used to designate a locality, a section of a coun- 
try, or a country cannot be monopolized as a trade-mark at com- 
mon law. The name “Winchester” is a geographical one, there being 
a place of that name in each of 19 States. Elgin National Watch 
Co. v. Illinois Watch Case Co., 179 U. S. 665; Sazlehner v. Eisner 
§ Co., 179 U. S. 19; Castner v. Coffman, 178 U. S. 168; Columbia 
Mill Co. v. Alcorn, 150 U. S. 460; Canal Co. v. Clark, 13 Wall. 311. 

In the Columbia Mill Co. case, supra, certain general prin- 
ciples of law applicable to trade-marks and the conditions under 
which a party may establish an exclusive right to the use of a name 
for such a purpose are laid down. The last of the rules there stated 
is the following: 

*(4) Such trade-mark cannot consist of words in common use as 
designating locality, section, or region of country.” 

This court in Scandinavia Belting Co. v. Asbestos & Rubber 
Works, 257 Fed. 937 [9 T. M. Rep. 186], examined at some length 

1“Ordered, Adjudged and Decreed that the defendant, The Winchester 
Company, its associates, officers, agents, clerks, employees, attorneys, and 
affiliated companies be enjoined and restrained by the injunction of this 
court from the further and continued infringement of plaintiff’s common- 
law rights in and to the trade-mark ‘The Winchester,’ and the rights se- 
cured by the certificate of registration of the trade-mark ‘The Winchester’ 
for shirts No. 139,698 dated February 8, 1921, and from unfair competition 
with plaintiff; and more particularly from the use of the name ‘Winchester’ 
as applied to or associated with such merchandise sold in interstate com- 
merce, and more particularly with shirts, including dress shirts, flannel 
shirts and night shirts; men’s underwear and pajamas; men’s made-to-order 
clothing, jumpers and overalls; neck ties; collars; shoes; hats; caps; and 
watches; whether the said name ‘Winchester’ be directly applied thereto 
or appear upon wrappers or containers in which the said merchandise is 


enclosed; or from advertising in any manner or form the sale of, or the 
offer to furnish, such merchandise under the name ‘Winchester.’ ” 
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the right to use a geographical name as a trade-mark. It was then 
pointed out that the Circuit Courts of Appeals in the Fourth, Sixth, 
Seventh and Eighth Circuits had held that no one can acquire an 
exclusive right to the use of a geographical name as a trade-mark. 
In the Scandinavia case we reached the same conclusion while rec- 
ognizing the undoubted fact that the general rule was subject to 
certain exceptions. But the facts of the instant case do not bring 
it within any of the limited recognized exceptions and they do not 
need to be now considered. And in Siegert v. Gandolfi, 149 Fed. 
100, this court said: ‘‘Undoubtedly, the Siegerts did not, and could 
not, acquire such a monopoly in a geographical name as a trade- 
mark or trade-name as would entitle them to prevent others from 
using it under any circumstances.” But it is to be noted that 
neither the plaintiff herein nor the defendant is carrying on business 
in any place or district of country named “Winchester,” and the 
goods they sell and mark “Winchester” are not made for them 
in any such place. Moreover, we do not regard its use by either the 
plaintiff or the defendant in this case as geographical. It is rather 
the use of a surname—on the part of both plaintiff and defendant. 
Peter W. Rouss, the founder of the plaintiff's business, was Peter 
Winchester Rouss. And the name of Winchester seems to have 
been given to the Winchester Repeating Arms Company because the 
person chiefly concerned in its organization was Oliver F. Winches- 
ter, one of the original incorporators, which also explains its use 
by the Company as a trade-name which it affixed to the goods that 
it sold. 

But it is also a general and well-established rule of the com- 
mon law that the mere name of an individual cannot become a valid 
technical trade-mark. Scale Co. v. Wyckoff, 198 U.S. 118; Brown 
Chemical Co. v. Myer, 139 U. S. 540; Havana Commercial Com- 
pany v. Nichols, 155 Fed. 802; Merriam Co. v. Syndicate Publish- 
ing Co., 287 U. S. 618, 622 [5 T. M. Rep. 261]. 

The court below held that the trade-mark or trade-name of the 
plaintiff was validly registered in accordance with the Act of 1905, 
but that it was effective only as to shirts, and that as to all other 


articles the status of the plaintiff was that of the owner of a com- 
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mon-law trade-mark. For reasons already expressed, we think the 
court was in error in holding that the plaintiff had a valid common- 
law trade-mark. 

We think it plain that the court was also in error as to the ef- 
fect of the registration under the Act of Congress. In the first 
place, the registration was not under the Act of 1905, but under the 
Act of 1920. 

The effect of a registration under the Act of 1920 is very dif- 
fent from that under the Act of 1905, as will appear as we proceed. 

The Act of 1905 confers no title to marks registered under it, 
but merely makes registration under it prima facie evidence of title 
derived from use at common law. But the Act of 1920 does not give 
to registration under it any effect as a source of title or as evidence 
thereof. It does not make registration under it even prima facie 
evidence of title. Sec. 16 of the Act of 1905 declares that registra- 
tion under the Act “Shall be prima facie evidence of ownership,” 
33 St. Pt. 1 c. 592, p. 728. And the Act of March 3, 1881, Sec. 7 
contained a similar provision. Stat. 21, c. 128, p. 502, 503. The 
omission of a like provision in the Act of 1920 we cannot assume 
was an inadvertence. Whatever may be the rights of the plaintiff 
acquired by its registration of the words “The Winchester” under 
the Act of 1920 we are satisfied that it did not obtain thereby even a 
prima facie title to the words as a trade-mark or trade-name. 

This brings us to a consideration of these Acts. As a surname, 
although not susceptible of exclusive appropriation as a trade-mark 
at common law, frequently acquired a special signification in con- 
nection with particular articles of merchandise, Congress in recogni- 
tion of this fact passed the Act of February 20, 1905, 33 St. 724, 
which authorized, with certain restrictions, the registration of sur- 
names as trade-marks. We desire to point out that prior to the 
enactment of the Act of 1905 Congress had conferred no authority 
to register a proper name as a trade-mark. The Act of March 3, 
1881, expressly denied the right of an applicant to obtain a trade- 
mark upon his own name, 21 St. 502. So that the Act of 1905 in 


conferring the right of an applicant to obtain a trade-mark upon 


his own name conferred a right not recognized at common law. 
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See Merriam Co. v. Syndicate Publishing Co., 237 U. 
supra. 
The Act of 1905 provided in Section 5 as follows: 


“That no mark by which the goods of the owner of the mark may be 
distinguished from other goods of the same class shall be refused registra- 
tion as a trade-mark on account of the nature of such mark, unless such 
mark * * * Provided, that no mark which consists merely in the name 
)f an individual, firm, corporation, or association, not written, printed, im- 
pressed, or woven in some particular or distinctive manner or in associa- 
tion with a portrait of the individual, or merely in words or devices which 
ire descriptive of the goods, with which they are used, or of the character 
or quality of such goods, or merely a geographical name or term, shall be 
registered under the terms of this Act. * * * And provided further, 
That nothing herein shall prevent the registration of any mark used by 
the applicant or his predecessors, or by those from whom title to the mark 
is derived, in commerce with foreign nations or among the several States, 
or with Indian tribes, which was in actual and exclusive use as a trade- 
mark of the applicant or his predecessors from whom he derived title for 
ten years next preceding the passage of this Act.” 

And the Act of March 19, 1920, Sec. 1 (b) 41 St. 533, reads 
as follows: 

“(b) All other marks not registerable under the Act of February 20, 
1905, as amended, except those specified in paragraphs (a) and (b) of 
section 5 of that act, but which have been in bona fide use for not less 
than one year in interstate or foreign commerce, or commerce with the 
Indian tribes by the proprietor thereof, upon or in connection with any 
goods of such proprietor upon which a fee of $10 has been paid to the 
Commissioner of Patents and such formalities as required by the said com- 
missioner have been complied with: Provided, That trade-marks which 
are identical with a known trade-mark owned and used in interstate and 
foreign commerce, or commerce with the Indian tribes by another and ap- 
propriated to merchandise of the same descriptive properties as to be like- 
ly to cause confusion or mistake in the mind of the public or to deceive 
purchasers, shall not be placed on this register.” 


The plaintiff registered its trade-mark or trade-name under 
the provisions of the Act of 1920. That Act is entitled “An Act to 
give effect to certain provisions of the convention for the protection 
of trade-marks and commercial names made and signed in the city 
of Buenos Aires, in the Argentine Republic, August 20, 1910, and 
for other purposes.” The purpose of Congress in its enactment is 
evident, when one considers it in the light of the report of the 
Senate Committee on Patents, to which the Bill was referred. That 


committee, in recommending the passage of it, stated in its report: 
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“This legislation has no effect on the domestic rights of anyone. It is 
simply, for the purpose of enabling manufacturers to register their trade- 
marks in this country for the purpose of complying with legislation in 
foreign countries, which necessitates registration in the United States as 
a necessary preliminary for such foreign registration. As the law now 
stands, it enables trade-mark pirates in foreign countries to register as 
trade-marks, the names and marks of the American manufacturers, and 
thus levy blackmail upon them.” (Report No. 432, 66th Congress 2d Ses- 
sion. ) 


This Committee Report is in accord with the views expressed 
by the Commissioner of Patents at a hearing on the Bill. His state- 
ment may be found in the margin. * 

But if the record does not disclose that the plaintiff has, at com- 
mon law, a valid trade-mark or trade-name in the words “The Win- 


1“Now, to say that every mark that should be registered in South 
America should be registered here, would upset all our ideas about what 
is a good trade-mark. So that, in the discussions before the Senate com- 
mittee a year ago, this thought was finally adopted and seemed to remove 
all of the trouble—that all marks that were received from South America, 
we would put them on a register here. This does not give them prima 
facie ownership. 

“There is nothing in this bill that says that registration shall be prima 
facie evidence of ownership. * * * In fact, the only difference between 
the registration under this bill and the registration under the present 
statutes, is that under the present statutes, when a man registers, he gets 
a prima facie ownership of the mark. Under this registration he does 
not; under the registration as provided for in H. R. 9023, he does not. Con- 
sequently, there would be no harm to any one, that I can see, in putting 
these marks on the register here and complying with this bill in all its 
provisions. 

“It is true there will not be very much benefit received by those coun- 
tries abroad by registering under this bill. * * * 

“We are giving them about the same thing that they give us; but we 
do it by simply registering their marks here and allowing them to get their 
rights under the common law that we have in force regarding all trade- 
marks.” (Hearings on H. R. 9023, Government Printing Office 1919.) 

During the Commissioner’s exposition of the bill, the following oc- 
curred: 

“Mr. MacCrate. Suppose a man comes to the bureau now and wants 
to register a name that suggests the article. Would you permit him to 
register it under this bill? 

“Mr. Newton, (Commissioner of Patents). We will under this bill, 
because we simply put it on the register. That is the keynote of the dif- 
ference between this bill and the present trade-mark registration bill. The 
present trade-mark registration bill specifies what can not be registered. 
You can not register your name; you can not register a descriptive word 
or geographical word—New York, Washington, etc., you can not register 
such words. But we may get those words to register from South America. 
We simply put those words on that register for what it is worth.” 





i 
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chester,” and did not obtain even a prima facie title to the use of the 
words as such a trade-mark or trade-name by their registration un- 
der the Act of 1920, we must inquire whether those words have a 
secondary meaning which entitled the plaintiff to the relief which 
it seeks. It must be kept in mind that if the words have attained 
such a secondary meaning, this would not make the trade-mark or 
trade-name valid at common law. This Court said in Scandinavia 
Belting Co. v. Asbestos & Rubber Works 257 Fed. 937, 951 [9 T. M. 
Rep. 136], that the fact that a geographic term has come to have 
a secondary meaning does not constitute it a valid trade-mark at 
common law. And the same thing is true as respects a surname. 
In all such cases relief must be afforded not on the ground of trade- 
mark, but upon that of unfair competition. 

A name or word which may not be entitled to protection as a 
valid trade-mark may, by long and exclusive use by one individual, 
acquire a secondary meaning as designating his goods which will 
entitle him to protection against its use by any other person upon 
the ground of unfair competition. 

The law on this subject is established and was well stated in 
the Supreme Court by Chief Justice Fuller in Elgin National Watch 
Co. v. Illinois Watch Case Co., 179 U. S. 665, 674, where it was 
said: 

“But it is contended that the name ‘Elgin’ had acquired a secondary 
signification in connection with its use by appellant, and should not, for 
that reason, be considered or treated as merely a geographical name. It 
is undoubtedly true that where such a secondary signification has been 
acquired, its use in that sense will be protected by restraining the use of 
the word by others in such a way as to amount to a fraud on the public, and 
on those to whose employment of it the special meaning has become at- 
tached. 

“In other words, the manufacturer of particular goods is entitled to 
the reputation they have acquired, and the public is entitled to the means 
of distinguishing between those and other goods; and protection is ac- 
corded against unfair dealing whether there be a technical trade-mark or 
not. The essence of the wrong consists in the sale of the goods of one 
manufacturer or vendor for those of another. 

“If a plaintiff has the absolute right to the use of a particular word 
or words as a trade-mark, then if an infringement is shown, the wrong- 
ful or fraudulent intent is presumed and although allowed to be rebutted 


in exemption of damages, the further violation of the right of property will, 
nevertheless, be restrained. But where an alleged trade-mark is not in 
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itself a good trade-mark, yet the use of the word has come to denote the 
particular manufacturer or vendor, relief against unfair competition or 
perfidious dealing will be awarded by requiring the use of the word by 
another to be confined to its primary sense by such limitations as will 
prevent misapprehension on the question of origin. In the latter class of 
cases such circumstances must be made out as will show wrongful intent in 
fact, or justify that inference from the inevitable consequences of the 
act complained of.” 


As Lord Halsbury said in Reddaway v. Banham A. C. (1896), 
199, “Nobody has any right to represent his goods as the goods of 
somebody else.” That principle of law underlies all the decisions 
in the cases involving unfair competition. Standard Paint Co. v. 
Trinidad Asphalt Co., 220 U. S. 446 [1 T. M. Rep. 10]; Elgin Na- 
tional Watch Company v. Illinois Watch Case Co., 179 U. S. 665; 
Lawrence Manf. Co. v. Tennessee Mfg. Co. 138 U. S. 587; McLean 
v. Fleming 96 U. S. 245. 

The question whether or not one is selling or representing his 
goods as those of another is always a question of fact. And in Red- 
daway v. Banham, A, C. (1896) 199, 206, in the House of Lords, 
Lord Chancellor Halsbury referring to Burgess v. Burgess 3 D. M. 


and G. 896, and to what was said in that case by Sir George Turner, 
said: “And Turner, L. J. I think most accurately says: ‘It is a 
question of evidence in each case whether there is false representa- 
tion or not.’ ”’ 

Has the trade-name of the plaintiff used in connection with its 
sale of shirts or other articles of wearing apparel attained a second- 
ary meaning so that it indicates to the public the plaintiff's goods? 
And is this defendant, the Winchester Company, in selling in its 
retail ““Winchester” stores shirts or other articles of wearing ap 
parel with the mark “Winchester” affixed thereto representing its 
goods to the purchasing public as the goods of the plaintiff, the 
Charles Broadway Rouss, Ince.? 


If it is, it is engaged in unfair 
competition. 


If it is not, then it is not carrying on its business in 
an unfair manner. 

In unfair competition, the wrong consists in the sale of the 
goods of one manufacturer or vendor for those of another. If 
the defendant in such a suit conducts its business in such a man- 


ner as not to palm off his goods as those of the complainant the suit 
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fails. Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 
118, 140. 
In Barton v. Rez-Oil Co., Inc., 288 Fed. 878, 882, it is said: 


“But to establish as a fact that a trade-name, insufficient as a trade- 
mark, had acquired the secondary meaning claimed, something more is 
required than the self possession of a limited field for a short time. The 
article bearing such trade-name must be almost universally known, and 
must have been in use long enough to have come to the knowledge and to 
have received the acquiescence therein of the public.” 


A witness employed by the plaintiff to manufacture its shirts 
testified as follows: 


“Q. Did you ever know of any other concern selling a shirt marked 
‘Winchester’? A. No, sir, I don’t know of any. 

“Q. And you have been in the shirt business for twenty-five years? 
A. I was connected with the shirt business for twenty-eight years. 

“Q. Twenty-eight years? <A. Yes. 

“Q. Are you familiar with the shirt business outside of New York, 
all over this country? A. I know an awful lot of them. 

“Q. The name ‘Winchester’ applied to a shirt—does that mean any- 
thing in the shirt business? A. That means it belongs to Charles Broad- 
way Rouss. 

“Q. That is, in that case it is a shirt put out by Charles Broadway 
Rouss? <A. I know every big jobber in the country and all the names 
and brands, and do work for a good many of them. 

“Q@. But none of them ever use ‘Winchester’? A. No.” 


Another witness also employed by plaintiff in the same capacity 
testified as follows: 


“Q. Now, in the shirt business, to your knowledge, does the name 
‘Winchester’ indicate the source of the ‘Winchester’ shirts? A. Yes. 

“Q. What does it indicate? A. It indicates that the ‘Winchester’ was 
a shirt from Charles Broadway Rouss. 

“Q. That is generally known in the shirt trade, to your knowledge? 
A. Yes. 

“Q. Did you ever know of a shirt put on the market, not by Charles 
Broadway Rouss, which was marked ‘Winchester’? A. No. 

“Q. To your knowledge, no one else had ever used the word ‘Winches- 
ter’ on a shirt? A. No.” 


Another witness also employed by plaintiff in the same capacity 
said: 
“Q. Your experience in the shirt trade—would that lead you to believe 


} that the name ‘Winchester’ on a shirt indicates the source of supply of 
that shirt? A. Yes. 
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“Q. What does it indicate? A. That Charles Broadway Rouss is 
the seller. 

“Q. During your experience in the shirt and nightshirt and pajama 
business, have you ever known of any shirt, nightshirt or pajamas, bearing 
the trade-mark ‘Winchester’ that wasn’t a Charles Broadway Rouss prod 
uct? A. No, sir.” 


A witness who was employed by the complainant as a buyer 
of clothing testified: 


“Q. How long have you been associated with Charles Broadway 
Rouss? <A. I started in 1891 and I was away about eighteen months in 
1906 and 1907. 

“Q. And except for that interval you have been with Charles Broad- 
way Rouss since 1891? A. Yes, sir. 

“Q. You have in charge the clothing department of that concern? 
A. Yea, sim 

“Q. Did Charles Broadway Rouss, during that period, sell clothing 
bearing a ticket marked with the name ‘Winchester’? A. Yes, sir. 

“Q. All during that period? A. Well, about twenty-five years. 

“Q. Twenty-five years to your knowledge? A. Yes, sir. 

“Q. What kind of clothing with the ticket ‘Winchester’ was sold by 
Charles Broadway Rouss? A. Well, he had overalls and work clothing 
and, for a while, we manufactured custom made clothing under the label of 
‘Winchester Tailoring Company.’ ’ 


Another witness, and this one not in plaintiff's employ, testified: 


“Q. Your business? A. Buyer for the J. C. Penny Company, a re- 
tail chain store organization. 

“Q. The J. C. Penny Company, a retail chain store organization. How 
many stores are run by the J. C. Penny Company? A. 371. 

“Q. Where are they located; what States? A. Every state in the 
Union except four or five southern states, Georgia, Alabama, Mississippi, 
Kentucky and Tennessee. Every state west of the Mississippi River. 

“Q. Did you have any knowle dge of Charles Broadway Rouss Win- 
chester shirts before you became connected with the Pe nny Cc ompany? A. 
Yes, sir, that was one of my competitors. I was in that business. 

“Q. So you have known of the Charles Broadway Rouss Winchester 
shirts? A. Yes, for the last eight or ten years. 

“Q. Now, during that period, did you ever hear of any other shirts by 
the name of ‘Winchester’ except these put out by Charles Broadway Rouss? 
A. That is the only shirt I knew of put out under that label. 

“Q. That is all. Let me ask one more question. What does the name 
‘Winchester’ on a shirt indicate in the shirt trade? 

“Mr. Rockwell: Objected to on the ground that the witness hasn't 
shown familarity with the shirt trade. * * * 

“The Witness: I have been in the shirt business for eighteen years. 


* * * 


“The Court: You may answer the question. 
“The Witness: Yes, if we are getting orders for ‘Winchester’ shirts we 
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would go to Rouss to get them as that would be the only thing we would 
know to do.” 

It is to be observed that no one of the witnesses called by the 
plaintiff represented the consuming public, and no witness who 
gave testimony stated that he had ever purchased or knew of any 
one who had purchased a shirt or any other article of wearing ap- 
parel marked “Winchester” and sold by the defendant who had 
made the purchase thinking that he was buying the plaintiff's prod- 
uct. There is no evidence in the record that anyone of the con- 
suming public has been misled by this defendant—directly or in- 
directly. 

Among the witnesses called on behalf of the defendant was a 
witness who, at the time and for a year prior to the giving of his 
testimony, was employed by the defendant. He had both in New 
York and in Boston a wide experience as a buyer for large concerns 
dealing in men’s furnishings. Among others he had been employed 
for eight years as a buyer for Abercrombie & Fitch, one of the 
largest of such dealers in the City of New York. He testified as 
follows: 

“Q. Are you familiar with the line of ‘Winchester’ branded shirts 
sold by Charles Broadway Rouss? A. Never heard of them until this 
case Came up. 

“Q. Their goods are not sold by Abercrombie & Fitch? A. No, sir, 
not while I was with them, over eight years. 7 

“Q. Could (you) not state what the word ‘Winchester’ means on a 
shirt of the type you sell? 

“Mr. Anderson: I object, Your Honor. 

“The Court: He may answer. 

“A. It would convey the fact that it was purchased from the Win- 
chester store. 

“Q. That is the only shirt of that class, is it, sold under the name 
‘Winchester’? A. What do you mean ‘only shirt of that class’? 

“Q. Well, I have here in my hand Exhibit Z-5. In a class of that 
kind is that the only ‘Winchester’ shirt with which you have come in con- 
tact? A. Yes. I have never seen the ‘Winchester’ shirt other that those 
carried by Winchester stores. 

“Q. In that line of shirts have you ever seen the word ‘Winchester’ 
displayed in any other than that slanting form of letter? A. No.” 

Another witness who had a wide experience in New York and 

' Boston as a salesman of men’s furnishings, and who never had any 


connection with the defendant, testified as follows: 
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“Q. How long experience have you had dealing with shirts? A. In 
buying and selling shirts in New York and Boston since 1902. I had six 
years in Canada before that in the men’s furnishing game, selling. * * * 

“A. You were with Stearns & Co., Boston, Mass. They have a de- 
partment store? A. General men’s and women’s store. 

“Q. Did they sell any shirts of Charles Broadway Rouss under the 
brand ‘Winchester’? A. Never; not while I was with them. 

Q. Did John David sell any? A. Not while I was with them. * * * 

“Q@. Have you ever seen Charles Broadway Rouss shirts under the 
brand ‘Winchester’? A. Never.’ 


Another witness employed by defendant since 1920, but who 


had experience as a salesman for 25 years, testified as follows: 


“Q. Did you ever do any travelling in connection with your business? 
A. Twenty years, middle west and northwest. 

“Q. What were you doing? A. Selling. 

“Q. What merchandise? A. General line of men’s wear including 
shirts, neckwear, hosiery. * * * 

“Q. In your experience you have had to do, I take it, with shirts all 
running in a similar class as to style and material? Is that correct? A. 
Yes. 

“Q. Have you come in contact with the consumers, the wearers, of 
shirts of that kind? A. I have. 

“Q. That is, in direct contact with the consumer? A. I have. 

“Q. Can you state what label with the name ‘Winchester’ means on 
a shirt of that particular character I am speaking of? 

“Mr. Anderson: Your Honor, I object to that as immaterial and 
irrelevant. 

“The Court: Admit it. 

“A. It means a shirt bought at a Winchester store. 

“Q. A store of the Winchester Company? A. The Winchester Com- 
pany. 

“Q. In your experience with shirts of that line, have you ever sold 
any shirts of Charles Broadway Rouss? A. Never. 

“Q. Have you competed when you were selling shirts with any sellers 
of Charles Broadway Rouss shirts, so far as you know? A. Not so far as 
I know. 

“Q. Have you met with Charles Broadway Rouss shirts marked 
‘Winchester’ in your experience in the shirt business? A. Not until about 
ten days ago; since this suit was started was the first time I ever heard 
of the Charles Broadway Rouss shirt. 

“Q. You mean Charles Broadway Rouss shirt, or Charles Broadway 


Rouss ‘Winchester’ shirt? A. Any shirt made by Charles Broadway 
Rouss.” 


We have no doubt, however, that the plaintiff built up a very 
considerable business for the sale of its “Winchester” shirts. The 
record contains a statement made by the head of the plaintiff's 
shirt department which shows a sale of “Winchester” shirts from 
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1897 to the end of September 1922, amounting approximately to 
the sum of $5,000,000. The following is an excerpt from the rec- 
ord: 


“Q. What is the—roughly, I mean—what is the amount of business 
annually done by Charles Broadway Rouss? A. It will average, over the 
last twenty years, about eight and a half million dollars.. 

“Q. In each year? A. Yes. 

“Q. What is the territory covered by the business of Charles Broad 
way Rouss? Where does it ship its merchandise? A. To every state in 
the Union and we export goods to foreign countries.” 

During that period no one excepting the plaintiff, or its pred- 
ecessor in title, used the name “Winchester” in connection with 
similar merchandise, with the exception of a single shirt manufac- 
turer in Philadelphia against whom a decree was obtained. 

At the time the plaintiff began to use its trade-name “The 
Winchester” upon its shirts, The Winchester Company was not in 
existence, and the Winchester Repeating Arms Company, although 
it had at that time existed for about 33 years, had not then or since 
made or sold shirts. And while its trade-name of “Winchester” was 
known throughout the world, it was known only in connection with 
the sale of guns and ammunition. We think, therefore, that the 
plaintiff had the right to use the word in connection with the sale 
of shirts when it began so to use it in 1900, which was almost 20 
vears prior to its use in a similar connection by the defendant Win- 
chester Company. We shall assume, for the purpose of the argu- 
ment and without deciding it, that when the latter began to use the 
trade-name in connection with shirts, the trade-name as used by 
the plaintiff on its shirts had acquired a secondary meaning and the 
plaintiff was then entitled to be protected in its use, as against any 
unfair competition. 

But the extent of the protection which can be accorded as 
against this defendant is another matter. We are satisfied that 
those who incorporated The Winchester Company did so in perfect 
good faith and not for the purposes of injuring in any way this 
plaintiff. It does not appear that they at that time or at the time 
when the trade-name was used on shirts knew of the plaintiff’s ex- 
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istence or that the plaintiff made use of the name “Winchester” on 
the shirts it sold. 

The new products sold by The Winchester Company, as dis- 
tinguished from the products manufactured and sold by the Win- 
chester Arms Repeating Company, can only be bought in the stores 
of The Winchester Company and in which they handle mainly sport- 
ing goods. This is an excerpt from the testimony of the General 


Manager of those stores: 


“Q. By what organization is the sale of those products controlled? 
\. By the agency dealers of the Arms Company and the Winchester 
owned stores. 

“Q. Winchester owned stores. You mean stores of The Winchester 
Company? A. That are owned by them, yes, sir. 

“Q. The Winchester’s retail stores? A. Yes, sir. 

“Q. And by these dealers who have contracts with the Repeating 
Arms Company? A. We call those agency dealers. 

“Q. Can’t you obtain those goods at other places than at those dealers? 
A. No, sir. 

“Q. Well, won’t you state briefly what arrangement is made in that 
respect? A. The sales policy of the Winchester Repeating Arms Co. is 
to appoint special agency dealers in various towns to which they will sell 
their so-called new products. Only the Winchester stores are able to buy 
them, and the agencies, and the stores are the only people who can obtain 
these. The guns and ammunition are sold through the old channels, the 
jobbing channels, but the new products are not. 

“Q. And the public could not buy those new products, generally 
speaking, without going to a store of The Winchester Company or any 
agency store, is that correct? A. That is correct.” 


All products sold by the defendant are guaranteed by both The 
Winchester Company and the Winchester Repeating Arms Com- 
pany. And all the stores of The Winchester Company in which 
these products of that company are sold are conspicuously marked 
by the word “Winchester” with the characteristic and distinctive 
type of lettering heretofore set forth: 


“Q. Is the store marked in any special way on the outside, or on the 
show windows, that you recollect? A. All our stores are marked with 
our trade-mark, which is similar to this mark here. We carry that on the 
top of our stores; on our window returns; have it on our door mats; all 
in this characteristic, distinctive type of lettering. 

“Q. Now, you have spoken about signs over the doors. Is this sign 
here at your left—does it show about the form in which it appears over the 
door fronts? A. That shows the form but not the size. 

“Q. What is the difference? A. The main ‘Winchester’ over the 
door would run from twelve to fifteen feet long. They are much larger 
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than this, and we have smaller ‘Winchester’ on the window return. On 
the entrance we would have a sign approximately that size in the door 
mat; all made in the same characteristic ‘Winchester.’ 

“Q. What is the idea in displaying that in that way? A. That is 
our trade-mark. It is our signature, and wherever ‘Winchester’ appears 
we write it that way.” 

The defendant uses for the name “Winchester” a special form 
of staggered lettering. This is an excerpt from the record: 

“The Witness: There is a special form of staggered lettering, a 
peculiar lettering which has, so far as I know, been used almost uniformly 
throughout. I don’t know of any other company using that. 

“Q. That is very often red? A. That is very often red, yes.” 

The character of this lettering has been shown in another part 
of this opinion. And referring to this use of the word, by the 
Winchester Repeating Arms Company, the court said at the hearing: 

“On every possible occasion, whenever there was a possible opportunity 
to put the word in, they did so. They marked everything in the package 
on the outside, so that it went all over the world, so that this staggered 
word ‘Winchester’ appears in myriads of ways on every possible oppor- 
tunity.” 

And this the counsel for the plaintiff seemed to concede. 

This staggered lettering, it was admitted, went at least as far 
back as 1901. It appears never to have been used by anyone else. 
And it is compulsory on every manager of a store of The Winchester 
Company to run that form of advertising in each Winchester ad- 
vertisement. 

A witness who had charge of the advertising of the Winchester 
Repeating Arms Company, and who checked all the bills for ad- 
vertising, testified: 

“Q. You checked all the bills? <A. Yes. 

“Q. Won’t you state what the average was per year for advertising 
this particular form of the word ‘Winchester’? A. It used to run around 
a quarter of a million dollars, 

“Q. A quarter of a million dollars per year would be a fair average? 
A. Yes. 

“Q. For how many years? A. For the length of time I was there, 
for nineteen years.” 

And for the last few years the amount spent in advertising the 
word has averaged $300,000 a year. 
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The testimony discloses that the Winchester Repeating Arms 
Company was known all over the world, and as long ago as the 
late ‘60’s it was known to the public as ‘Winchester.” And the 
Court said: 

“We have always heard of Winchester’s and the word ‘Winchester’ is 


an old familiar name. The corporation was started by old Oliver Win- 
chester. That is all conceded.” 


As these goods can only be purchased in a Winchester store 
and both the store and the goods are so distinctively and conspicu- 
ously marked, it is hardly conceivable that anyone entering such 
a store and making the purchase so marked is mislead into thinking 
that he is buying the goods of the plaintiff. 

The general manager of the plaintiff's store was asked, on his 
direct examination, ‘““What is the business of Charles Broadway 
Rouss?”’ He answered: “Wholesale dry goods, notions, and general 
store supplies.” On the cross-examination he testified as follows: 

“Q. Do they sell any goods at retail? A. Yes, sir. 

“Q, Well then, it is a wholesale and retail house. A. Yes. We don't 
do business of any other nature because you can’t buy less than an original 
package.” 

He also said: ‘We sell a lot of merchandise in the city but our 
business lies principally with the small country merchants. Q. 
How often do you get out catalogues? A. Every thirty days. Q. 
How long has that practice continued? A. The first issue of the 
catalogue was in—it has been done for forty-seven years.” If the 
principal part of the plaintiff's business is with the small country 
merchant who is familiar with the plaintiff through the plaintiff's 
catalogue gotten out every 30 days, the plaintiff's chief appeal is 
to a different public from that to which the defendant appeals. The 
stores which the defendant maintains are retail stores, and it main- 
tains altogether only 7 or 8 such stores. In addition to the one in 
New York City, there are two in Boston, and one each in New Ha- 
ven, Providence, Pawtucket and Troy. These stores, outside of 
New York, do not interfere with either the wholesale or retail trade 
of the plaintiff's store in New York. They do not interfere with 
the wholesale trade which the plaintiff carries on with “country 
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merchants,’ and which constitutes the principal part of the plain- 
tiff’s business, because they do not engage in the wholesale business. 
And they do not interfere with the retail business of the plaintiff 
because they reach their own local public which is a different public 
from that which the plaintiff sells to in New York. 

The plaintiff carries on in New York City such retail business 
as it does in its store on Broadway. It does not appear that its 
“Winchester” shirts are sold in any other store in that city. Its 
business is carried on under the name of Charles Broadway Rouss, 
Inc. And that name is prominently displayed on the front of its 
store. The defendant carries on its retail business in New York 
City in its store on Forty Second Street and its name the Winches- 
ter Store is not only prominently displayed on the front of the 
store, but also on the window returns and even on the door mat. 
It not only does not seem probable, but on the contrary appears 
quite improbable that one wishing to purchase “The Winchester” 
shirt, sold by the plaintiff, would enter a Winchester store, known 
to be a sporting goods store and one in which the well-known Win- 
chester fire-arms and ammunition and other products of the Win- 
chesters are prominently displayed and sold, and expect to find 
therein the shirt sold by the plaintiff. 

The defendant is not even open to the suspicion that, in adopt- 
ing its corporate name or its trade-name, which it affixed to shirts, 
its purpose was to appropriate to itself any of the good-will attach- 
ing to the plaintiff's business in shirts. It does not appear that 
when defendant company placed its name on the shirts it sold it 
had any knowledge of the plaintiff's existence or of the fact that it 
was selling shirts with the name of “The Winchester” attached 
thereto. Under these circumstances the defendant has the same 
right to make use of its name in carrying on its business that an 
individual would have under like conditions. And in Coty, Inc. v. 
Parfums de Grand Luze, Inc., (see post p. 185), recently decided 
in this court and not yet reported, we had occasion to point out that 
a man’s name is his own property, and that he has the same right 


to its use and enjoyment as he has to that of any other species of 
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property, but that he cannot use it in carrying on his business in a 
manner which invades the rights of others. 

It being established that the plaintiff's trade-name ‘““The Win- 
chester” has been used in connection with the sale of its shirts for 
so long a time and so extensively throughout the United States that 
it has acquired a secondary meaning, and that it had such meaning 
when the defendant came into the field with its shirts, we think that 
the plaintiff, on the strength of its having been first in the field 
and having first made use of its mark and having established for it 
its secondary meaning, has a right to insist that the defendant 
which has come later into the same field with the sale of its shirts 
shall take such reasonable precautions as are commercially practi- 
cable and necessary to prevent any unlawful diversion to it of the 
plaintiff’s custom. 

This makes it necessary to consider whether the manner in 
which the defendant is conducting its business is, under all the cir- 
cumstances, such as is likely to mislead the public and defraud the 
plaintiff. 

It is not important that the plaintiff does not himself manu- 
facture the articles which he sells and upon which he places his 
trade-mark. It is sufficient that the goods are manufactured for 
him and that he owns or controls the goods which he offers for sale 
and upon which he places his trade-mark or trade-name. McLean 
v. Fleming, 96 U. S. 245, 253; C. A. Briggs Co. v. National Wafer 
Co., 215 Mass. 100, 104. 

It is not necessary to show in a case of unfair competition that 
particular customers have been deceived in order that a plaintiff 
may recover. Kaufman v. Kaufman 223 Mass. 104, 107. But it 
must appear that deception will be the natural and probable result 
of the defendant’s acts. Florence Mfg. Co. v. Dowd, 178 Fed. 78 
[1 T. M. Rep. 289]; National Water Co. v. O’Connell, 159 Fed. 
1001, aff. 161 Fed. 545; Bickmore Gall Cure Co. v. Karns, 134 
Fed. 833; Enterprise Mfg. Co. v. Landers, 131 Fed. 240; Gannert 
v. Ruppert, 127 Fed. 962. 

The essence of the wrong in unfair competition is that the de- 


fendant is palming off its goods as the merchandise of another. If 
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the defendant so conducts its business as not to palm off its goods 
as those of the complainant, the suit fails. Armour & Co. v. Louis- 
ville Provision Co., 275 Fed. 92, 101; Auto-Acetylene Light Co. v. 
Prest-O-Lite Co., 264 Fed. 812 [10 T. M. Rep. 320]; O. & W. 
Thum Co. v. Dickinson, 245 Fed. 613, 148 [8 T. M. Rep. 11]; 
Samson Cordage Works v. Puritan Cordage Mills, 211 Fed. 608 [4 
T. M. Rep. 225]; DeVoe Snuff Co. v. Wolff, 206 Fed. 423 [3 T. M. 
Rep. 433]; Edward Hilker Mop Co. v. United States Mop Co., 191 
Fed. 613, 618 [2 T. M. Rep. 105]; Rathbone Sard & Co. v. Cham- 
pion Steel Range Co., 189 Fed. 30, 31 [1 T. M. Rep. 259]. 

There can be no unfair competition unless the plaintiff is in 
fact a rival in the particular territory for the trade which the de- 
fendant secures therein. Where a plaintiff has established a trade- 
name which is not strictly a trade-mark, as indicating that goods 
bearing it are put upon the market by him, he is entitled to protec- 
tion against unfair competition in its use by others only within 
the territorial boundaries where he has established his trade-name by 
actual commercial transactions, and not outside that territory. Kauf- 
man v. Kaufman, 223 Mass. 104, 106, 107 [6 T. M. Rep. 266]. And 
see the decision of this court in Thomas J. Carroll & Son Co. v. 
McIlvaine & Baldwin, 183 Fed. 22, 28, aff. 171 Fed. 125. But the 
testimony shows that the plaintiff sells “Winchester” shirts over 
the entire United States, and that it has been engaged in the sale 
of such shirts for twenty-five years. 

It is to be kept in mind that this defendant is not engaged in 
the wholesale trade and that its goods are only sold in its own stores 
which it maintains in a very few places and that those stores are so 
characteristically designated that any intelligent person who enters 
them knows that they are the stores maintained by the Winchesters 
—a concern known throughout the world and so known before this 
plaintiff, or its predecessor in title, began its business. 

A careful examination of the record satisfies us that the allega- 
tion in the bill of complaint is untrue that the defendant fraudulent- 
ly adopted the word “Winchester” for the purpose of inducing the 
public to purchase its shirts and other articles in the belief that it 


was buying shirts and other articles placed on the market by the 
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plaintiff. There is no evidence that in adopting that name for its 
shirts and other merchandise it did so, as is alleged, designedly, wil- 
fully and for the purpose of defrauding and misleading the public 
into purchasing and using the defendant’s shirts under the mistaken 
belief that the same were those of the plaintiff. 

Moreover, there is no evidence in the record that at the time 
the defendant began to use the trade-name in connection with its 
shirts and other articles it had any knowledge that the defendant 
was using the word “Winchester” on the shirts or other articles, or 
that it even knew of the existence of the plaintiff. Neither is there 
anything in the record which so much as suggests that the defend- 
ant ever knew of the plaintiff’s existence prior to June 19, 1922, 
when the latter wrote a letter to the defendant informing it that the 
plaintiff claimed an exclusive right to use the trade-mark “‘Winches- 
ter” in connection with the sale of shirts. 

While many cases hold that in suits for unfair competition an 
actual fraudulent intent on the part of the defendant to pass off his 
goods as those of the plaintiff must be shown, we have recently ex- 
pressed the opinion that an actual fraudulent intent need not be 
shown where the necessary and probable tendency of the defend- 
ant’s conduct is to deceive the public, and pass off his goods as and 
for that of the plaintiff. See Coty, Inc. v. Parfums de Grand Luze, 
Inc., supra, decided at this term and as yet unreported. We are 
satisfied after a careful scrutiny of this record not only that no 
actual fraudulent intent on the part of the defendant has been 
shown, but that the necessary and probable tendency of the de- 
fendant’s conduct is not such as to deceive the public, and enable 
it to pass off its goods as those of the plaintiff’s. That being so, 
the defendant is not engaged in unfair competition. 


Decree reversed. 
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Cory, Inc. v. Parrums pE Granp Luxe, Inc., & Water B. Cosie 

United States Circuit Court of Appeals, Second Circuit 
April 7, 1924 


Trape-Marks—Ricut or Priorrry—Use 1x Foreign Country. 

The prior use of a trade-mark in a foreign country does not entitle 
its owner to claim exclusive trade-mark rights in the United States as 
against one who, in good faith, has adopted a like trade-mark here, 
prior to the entry of the foreigner into this market. 

TrapeE-Marxs—Name or Inpivinvart—Use sy Anoruer BearinG SAME NAME. 

It is well-settled law that the mere name of an individual cannot 
become a valid, technical trade-mark as against others bearing the 
same name; but, while one cannot be denied the legitimate use of his 
name in his business, he cannot use it in a manner that will invade 
the rights of others. 

TrapE-Marks—Actr oF 1920—AssIGNMENTs. 

The Act of 1920, by providing in Section 8 for the recording of 
transfers of trade-marks, in effect authorizes the making of such trans- 
fers. 

Trapve-Marks aND Unrain CompetTiTionN—FraupvuLent INTENT Nor NEcEs- 

SARY TO AN INJUNCTION. 

The reasons for not requiring proof of a fraudulent intent in cases 
of trade-mark infringement apply with equal force in cases of unfair 
competition; and where the necessary and probable tendency of de- 
fendant’s conduct is to deceive the public and pass off his goods as 
and for those of the plaintiff, especially where preventive relief only 
is sought, actual fraudulent intent need not be shown. 

Same—Same—“Coty” ror Face Powper—Ruicut or Later User—Aprear— 

AFFIRMAL. 

Where, after plaintiff and its predecessors, French manufacturers 
of perfumes and toilet articles bearing the trade-mark “Coty,” entered 
the United States with their products and identified them to the public 
as of their exclusive manufacture, defendant, a French competitor of 
the same name, sold like goods in the United States under the mark 
“Ernest Coty,” he was properly enjoined from further sales thereof 
without clearly distinguishing his goods from those of plaintiff. 

Same—Same—Deception or Uttimate PurcHaser. 

In the case at issue, if the deception of the ultimate purchaser is 
accomplished, it is sufficient ground for an injunction, whether. or not 
the retailer is deceived. 


Mock & Blum, of New York City, for plaintiff-appellee. 
Barnes, Chilvers & Halstead, (Frank M. Halstead, Bernard C. 
McKenna, of Counsel, all of New York City,) for defend- 


ants-appellants. 


Before Rocers, Hoven and Mayer, Circuit Judges. 
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This cause comes here from the United States District Court 
for the Southern District of New York. 

Rogers, C. J.: This suit was brought to restrain the defend- 
ants from infringing a trade-mark. The court below has granted 
a preliminary injunction upon the filing of a bond in the sum of 
$5,000 conditioned upon the payment of such costs and damages 
as may be incurred by any party who may be found to have been 
wrongfully restrained. The injunction restrains the defendants 
from using the name “Ernest Coty” in selling perfumes and toilet 
preparations save in connection with the phrase “Not connected with 
the original Coty.” 

The plaintiff is a corporation organized under the laws of the 
State of Delaware, in January, 1923. It is the successor to the 
business, in the United States, of Francois Joseph de Spoturno 
Coty since the date of its incorporation. The trade-mark “Coty”’ 
was duly registered on October 4, 1921, in the United States Patent 
Office, being certificate No. 147,206. 

The defendant, Parfums de Grand Luxe, Inc., is a corpora- 
tion organized under the laws of the State of New York. The de- 
fendant, Coble, is president of the defendant corporation. 

Francois Joseph de Spoturno Coty is a citizen of France and 
a manufacturer in that country of perfumes and face powders and 
has been engaged in such business since 1905, during which time 
he bas been selling his merchandise in the United States in packages 
bearing, in addition to other trade-marks, his surname “Coty.” 
Ernest Coty is another French manufacturer of perfumes and 
toilet articles and engaged in business in France since 1917. He 
sells his face powders in packages bearing his full name “Ernest 
Coty,” with the notation Maison fondée en 1917, which packages 
bear labels and coverings different in color and in design from those 
of the other Coty. The plaintiff in January, 1923, became the sole 
and exclusive owner of the business of Francois Joseph de Spoturno 
Coty in the United States. The defendant, Parfums de Grand 
Luxe, Inc., in November, 1922, acquired by contract the exclusive 
sales agency in the United States for Ernest Coty’s products. The 
controversy centers about the packages of face powder, for al- 
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though Ernest Coty also manufactures and sells perfumes, the de- 
fendants have disclaimed any intention of selling such perfumes 
with the labels they now bear, or otherwise than with labels so dif- 
fering in form and design from those of his competitor that there 
can be no mistake or confusion due to any similarity in the labels 
or packages in which the goods are sold. 

The plaintiff's predecessor in business has continuously ex- 
ported to the United States, perfumes, toilet water, powders and 
other toilet preparations in general, which were manufactured by 
him in Paris, during 1905 and continuously thereafter until January, 
1923, when the plaintiff succeeded to his business. Due to the 
exercise of skill and care and the use of the best and purest ingre- 
dients, this business rapidly grew until in the year 1922, it amounted 
to more than $5,000,000. 

For a number of years Francois Joseph de Spoturno Coty has 
been recognized as one of the leading manufacturers of perfumes, 
face powders, etc., in the world. It is alleged that when he engaged 
in this business in 1905 there was no other perfumer in any part 
of the world who had the surname “Coty,” or who used that surname 
in any manner in connection with the sale of perfumes or toilet 
preparations, and that he was the first person who made that sur- 
name have any meaning whatever in the business of making, selling, 
and distributing perfumes and toilet preparations. The testimony 
in the record seems to establish the truth of these allegations. 

The complaint alleged that the surname “Coty” had been 
prominently affixed to every container of his goods and that “Coty”’ 
was his trade-mark and that he was the only person who had ever 
used ‘“‘Coty” to designate perfumes or other toilet preparations in 
any manner whatever in the United States, save for certain persons 
who attempted to infringe upon this trade-mark, but who were al- 
ways compelled to stop as soon as notice of their infringement was 
secured and before any infringing use had made any impression 
whatever upon the trade or upon the public. 

This very important allegation has no denial in the record, save 
the formal denial of lack of information. The truth of the allega- 
tion seems to us amply proven by the testimony in the record. 
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It appears that the Collector of the Port of New York has 
declined to permit the importation of perfumes, powders, etc., in 
containers upon which “Ernest Coty” appeared unless the words 
“Not connected with the original Coty” were appended. An appeal 
from that decision was taken to the Secretary of the Treasury, who 
sustained the Collector of the Port. 

The record conclusively shows that the purchasing public has 
been deceived into buying the defendant’s product believing that 
it was the product of the plaintiff. The difference in the appear- 
ance of the defendant’s containers from the containers used for the 
plaintiff's product has not prevented deception. It is sufficient for 
the purpose to refer to two of the affidavits, among others, which we 
find in the record. A manufacturing perfumer of more than 15 
years’ experience and who was familiar with the buying habits of 
the public, which purchase perfume and toilet preparations, made 
the following statement: 


“I state most positively that if anybody independent of this plaintiff, 
were allowed to sell perfumes, face powders or the like under the name 
‘Ernest Coty’ that this would not serve to inform the public that they were 
not getting the original ‘Coty’ goods, because many people would think 
that the original Coty was merely using his full name and, for the reasons 
before mentioned, a variation in bottle, package and label would be no 
protection. 

“T state positively from my experience in the trade and amongst the 
purchasing public that, not only the public but even the trade, would be 
deceived by the use of the name ‘Ernest Coty’ upon its products unless 
there was some clear designation that this Ernest Coty was not the original 
Coty.” 


And another perfume manufacturer of more than 20 years’ ex- 
perience, and who had no connection with the parties to this suit 
and had no interest in the outcome of this litigation, made the fol- 
lowing statement: 


“If any concern other than the original Coty is allowed to use ‘Coty’ 
in any manner whatever upon its labels or containers, there would un- 
doubtedly be deception and confusion. 

“The first name or names of the original Coty, and even the fact that 
‘Coty’ is a surname is unknown to a large part of the trade and public and 
merely using ‘Coty’ with a first name like ‘Ernest’ or the like would have 
absolutely no effect in avoiding deception and confusion. 

“I may state, at this point, that the original Coty’s perfumes have 
been sold to the public in the form of relatively small bottles of different 
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types for a few years and when I was shown ‘Plaintiff's Exhibit, Defend- 
ants’ Perfume’ and before I smelled the contents my first impression was 
that this was the Coty perfume which has had such a large sale in the 
United States for many years and I am positive that the public generally 
would buy the ‘Ernest Coty’ perfume as and for the product of the original 
concern and the same is true of the face powder marked ‘Plaintiff’s Ex- 
hibit, Defendants’ Powder.’ ” 


There are a number of affidavits in this record by persons who 
purchased perfumes marked “Ernest Coty” thinking that they were 
buying the original Coty’s product and who had never heard of 
more than one Coty in the business and to whom the word “Coty” 
had no meaning whatever, except to indicate the goods of the origi- 
nal Coty. It never occurred to these purchasers that “Ernest Coty” 
was not the original “Coty.” The affidavits make it plain that the 
difference in the containers and the name thereon of “Ernest Coty” 
has not prevented deception, but has misled the trade and the public. 
And in cases of this character if the deception of the ultimate pur- 
chaser is accomplished, it is sufficient ground for an injunction, 
whether or not the retailer is deceived. 

As this court said in Coty v. Prestonettes, 285 Fed. 501, 506 
(12 T. M. Rep. 405], “The plaintiff's products have been chiefly 
known to the trade and public by the trade-mark Coty, which is an 
uncommon name in the United States, and in the telephone directory 
of the City of New York there is no other person by that name.” 
The importation of his goods into the United States began in 1905, 
and, as we pointed out in that case, his sales in this country in the 
single year of 1921 amounted to $3,000,000. And the sworn com- 
plaint in the instant case states, as already noted in this opinion, 
that in the year 1922 they ‘‘amounted to more than $5,000,000.” 
He has built up, therefore, a very profitable and considerable busi- 
ness in this country. And in the United States the “Coty” perfumes 
mean one thing only—the products of the plaintiff's predecessor 
in title. 

At the time the business in the United States began, there was 
no perfumer in any part of the world who used the surname “Coty” 
in connection with the production or sale or distribution of perfumes 


or toilet preparations, and he was the first person who made that 
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surname have any meaning whatever in the business of making, 
selling, and distributing perfumes and toilet preparations. Ernest 
Coty began the manufacture of his preparations in Paris, France, 
six or seven years ago, and it does not definitely appear when his 
products were first brought to the United States. There is nothing 
in the record which shows that the importation of his goods into 
this country began earlier than September 20, 1922. It seems to 
us that under all the circumstances of this case, upon principle and 
upon the adjudicated cases, no error was committed in enjoining 
the defendant from selling or advertising his goods without insert- 
ing upon the containers or packages the words ‘‘Not connected with 
the original Coty” in letters of the same size, color and print and 
prominence as the words “Ernest Coty.” The word “‘original’’ does 
not in itself imply quality, but origin, and it serves to point out that 
the goods are not those of the manufacturer who was the first to 
produce and put on the market what the purchasing public know 
as “Coty” perfumes. It is not only necessary for the proper pro- 
tection of that business and of the good-will attached to it, but for 
the protection of the public against deception as well. Anything 
less would not make deception and injury improbable. And that 
“Ernest Coty” is not the original “Coty” whose name is identified 
with the perfume trade throughout the world is certain. 

The complaint alleges in Paragraph XX “That the goods which 
the defendants have imported from France, are made by a concern 
with whom one ‘Ernest Coty’ is connected,” but the plaintiff al- 
leges that said Ernest Coty never has been and is not at the present 
time a bona fide manufacturer of perfumes and toilet preparations, 
but that he always has been a mere dummy who had no knowledge 
of or skill in the business of producing perfumes and toilet prepara- 
tions and who was taken up by unscrupulous persons in France be- 
cause of the fact that he had the same surname as the original Coty. 

The answer asserts that the perfumes which the defendant has 
imported from France are made in a factory which Ernest Coty 


owns, and that the goods are manufactured under his supervision 
and it denies every other allegation contained in Paragraph XX 
above quoted. It remains to be seen when the case goes to final 
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hearing, if it reaches that stage, what the truth as to these allega- 
tions really is. 

In trade-mark cases the right to an injunction does not depend 
upon a wrongful intent in fact if infringement is disclosed. Thad- 
deus Davids Co, v. Davids, 233 U. S. 461, 471 [4 T. M. Rep. 165}. 
Mr. Justice Hughes speaking for the court declared that in view 
of the statutory right it could not be considered necessary that the 
complainant “in order to establish infringement should show wrong- 
ful intent in fact on the part of the defendant, or facts justifying 
the inference of such an intent. * * * Having duly registered 
under the Act, the complainant would be entitled to protection 
against any infringing use.” But where an injunction is issued to 
prevent unfair competition, the evidence must disclose wrongful in- 
tent in fact, or justify that inference from the inevitable conse- 
quences of the act complained of. Elgin National Watch Co. v. 
Illinois Watch Co., 179 U. S. 665. 

We think that the reasons for not requiring proof of a fraudu- 
lent intent in cases of infringement of trade-marks apply with 
equal force in cases of unfair competition, the basis of the remedy 
being substantially the same. In both classes of cases the injury 
is the same, regardless of the intent with which it is done. And 
while there has been some difference of opinion, it is thought to be 
the better view that where the necessary and probable tendency of 
defendant’s conduct is to deceive the public and pass off his goods 
as and for those of the plaintiff, especially where preventive relief 
only is sought, actual fraudulent intent need not be shown. See 
38 Cyc. 784, where the cases are collected. Trappey v. McIlhenny 
Co., 281 Fed. 23, 27 [12 T. M. Rep. 179]; Bissell Chilled Plow 
Works v. T. M. Bissell Plow Works, 121 Fed. 357. However that 
may be, we cannot resist the conclusion that upon this entire record 
a wrongful intent may be inferred as an inevitable consequence of 
the acts complained of. The record in this case discloses that in a 
ease in which Francois Joseph de Spoturno Coty, the present plain- 
tiff’s predecessor in title, was plaintiff and Coty Stores of America, 
Inc., was defendant in the District Court for the District of Dela- 


ware, the defendant was held guilty of unfair competition in the 
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sale of his products in this country through the “Coty Stores of 
America Inc.”” What the record in that case disclosed we do not 
know, and the case now before us must be decided not upon that 
record but upon what this record discloses. The present record 
satisfies this court that the defendant has been guilty of unfair 
competition. 

The record in the instant case shows that the plaintiff's pred 
ecessor in title began his business as early as 1905 and that the 
defendant began his in 1917. It also shows that while this case was 
pending in the court below, proceedings were pending in the 
French courts against this defendant growing out of the use of his 
trade-mark in France. It contains an “Extract from the Minutes 
of the Civil Court of the First Instance of the Department of the 
Seine, held in the Palace of Justice, in Paris’ dated January 19, 
1923. That tribunal found as follows: 

“The accusation having been sufficiently established that these last- 
mentioned three persons during the years 1917, 1918 and 1919 committed 
the following acts in Paris and in all other places: 

“First: Made use of trade-marks having indications adapted to de- 
ceive purchasers as to the nature of the products; 

“Secondly: Sold and placed on sale products bearing trade-marks 
carrying indications adapted to deceive purchasers as to the nature of 
the products.” 

It thereupon entered an order sending the defendant Ernest 
Coty and two others “before the Tribunal of Correctional Police of 
the Seine to be judged according to law.” It thus appears that the 
defendant’s right to use his trade-mark “Ernest Coty” is being now 
challenged in his own country. We are not concerned with that, 
although the record from the French Court was laid before the 
District Court without objection being made thereto. But the ques- 
tion we have to consider is whether the defendant is violating in 
the United States the rights of the plaintiff, or is engaged in unfair 
competition and misleading the purchasing public of the United 
States. 

We are not here concerned with the question as to what may be 


the rights of the defendant to carry on his business in France. 


Even if he had commenced his business in that country prior to the 
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time that Francois Joseph de Spoturno Coty had established his, 
the latter’s rights in the business in the United States would not be 
in the least affected thereby, provided the latter was the first to 
establish a market in this country for his goods. In United Drug 
Co. v. Rectanus Co. 248 U. S. 90, 100 [9 T. M. Rep. 1], it is 
pointed out that the federal courts have held that a prior use of a 
trade-mark in a foreign country does not entitle its owner to claim 
exclusive trade-mark rights in the United States as against one 
who in good faith had adopted a like trade-mark here, prior to the 
entry of the foreigner into this market. And see LeBlume Import 
Co. v. Coty 293 Fed. 344, 350 [13 T. M. Rep. 233]. 

In Coty v. Prestonettes, Inc., 285 Fed. 501, 504, 505 [12 T. M. 
Rep. 405], this court had before it the Coty trade-mark No. 146, 
974 and No. 147, 206, the latter of which is set up in the complaint 
in the instant case. And in LeBlume Import Co. v. Coty, supra, 
the Coty trade-mark No. 146, 974 was again before this court. In 
both of these cases, this court held that an injunction should issue. 
In neither of these cases, however, was Ernest Coty involved or the 
goods manufactured by him. 

The Trade-Mark Act of February 20, 1905, which has never 
been repealed, provided in Section 5: 

“That no mark which consists merely in the name of an individual 

not written, printed, impressed, or woven in some particular or dis- 
tinctive manner or in association with a portrait of the individual * * 
shall be registered under the terms of this Act; * * * And provided 
further, That nothing herein shall prevent the registration of any mark 
used by the applicant or his predecessors, or by those from whom title 
to the mark is derived, in commerce with foreign nations or among the 
several States, or with Indian tribes, which was in actual or exclusive use 
as a trade-mark of the applicant or his predecessors from whom he de- 
rived title for ten years next preceding the passage of this Act.” 33 St. 
Pt. 1, ch. 592, p. 724. 

This Act was construed by the Supreme Court in Thaddeus 
Davids Co. v. Davids, 233 U. S. 461 [4 T. M. Rep. 165]. In that 
case the court said that it seemed to be clear “that the registration 
for which the statute provides was not designed to confer a monopoly 
of the use of surnames, or of geographical names as such.” The 


court went on to say that it was not to be supposed that Congress 
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intended to prevent one from using his own name in trade, or from 
making appropriate reference to the town or city in which his place 
of business is located. Congress has admitted to registration the 
names or terms belonging to the class under consideration simply 
because of their prior use as trade-marks, although they had not 
been such in law. Their exclusive use as trade-marks for the 
stated period was deemed in the judgment of Congress a sufficient 
assurance that they had acquired a secondary meaning as the desig- 
nation of the origin or ownership of the merchandise to which they 
were affixed. The court also declared: 
“Tt follows that where the mark consists of a surname, a person hav- 
ing the same name and using it in his own business, although dealing in 
similar goods, would not be an infringer, provided that the name was not 
used in a manner tending to mislead and it was clearly made to appear 
that the goods were his own and not those of the registrant.” 

The trade-mark upon which the plaintiff relies in the suit now 
before the court is the one registered under the Act of March 19, 
1920, 41 St. 533, c. 104. And in his application for its registration 
the applicant stated that his trade-mark had been continuously used 
in his business since the year 1905, and that the goods to which 
the trade-mark was appropriated were perfumes, toilet waters and 
brilliantine, including perfumes for face powders, sachet powders, 
lotions, soap, and dentrifices, comprised in class 6, chemicals, me- 
dicines and pharmaceutical preparations. 

The Act of March 19, 1920, contained the following provision: 


“(b) All other marks not registerable under the Act of February 
20, 1905, as amended, except those specified in paragraphs (a) and (b) of 
section 5 of that Act, but which have been in bona fide use for not less 
than one year in interstate or foreign commerce, or commerce with the 
Indian tribes by the proprietor thereof, upon or in connection with any 
goods of such proprietor upon which a fee of $10 has been paid to the Com- 
missioner of Patents and such formalities as required by the said commis- 
sioner have been complied with: Provided, that trade-marks which are 
identical with a known trade-mark owned and used in interstate and 
foreign commerce or commerce with the Indian tribes by another and ap- 
propriated to merchandise of the same descriptive properties as to be 
likely to cause confusion or mistake in the mind of the public or to de- 
ceive purchasers, shall not be placed on this register.” 


It is argued that a trade-mark registered under the Act of 
1920 cannot be assigned and that, therefore, the complainant has 
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no right in the trade-mark by virtue of its assignment. We cannot 
accede to that view of the Act. Section 8 of the Act by providing 
for the recording of transfers of trade-marks in effect authorizes 
the making of such transfers. 

In L., E. Waterman Co. v. Modern Pen Co., 197 Fed. 534 [2 
T. M. Rep. 349], this Court had before it an injunction which res- 
trained the defendant from using the name A. A. Waterman in con- 
nection with the sale of its pens unless it substituted for its firm 
name the name “Arthur A. Waterman & Co.” and followed it by the 
words “not connected with the original ‘Waterman’ pens.”’ This 
Court modified the order and struck out the word original and in- 
serted in lieu thereof the words “not connected with the L. E. 
Waterman Co.” In so doing it was said: ‘We think that the suf- 
fix required in the decree appealed from tends to characterize the 
defendant’s product as inferior to that of the complainant and is 
unduly prejudicial to it.” This case was affirmed by the Supreme 
Court, but no reference was made in the opinion to the striking out 
of the word “original” and that aspect of the case does not appear 
to have been argued before that Court. 

In Stix, Baer & Fuller Dry Goods Co. v. American Piano Co., 
211 Fed. 271 [4 T. M. Rep. 246], the injunction granted in the 
court below required the defendants to state that their pianos were 
not “original Knabes” and forbade them from making any state- 
ment calculated to induce the public to believe that the pianos manu- 
factured by them were Knabe pianos. The defendants had pur- 
chased from the grandsons of the original ““Knabe,” who founded 
the piano business of that name, their interests in the corporation 
which succeeded to the original business, and had organized a new 
corporation under the name of “Knabe Bros. Company” and con- 
tinued manufacturing pianos. The Circuit Court of Appeals for 
the Eighth Circuit thought the form of the order in some respects 
objectionable and directed its modification in some points. It did 
not, however, drop the word “original.” It said: “We think the 
decree should have run substantially as follows: 


“The defendants are restrained and enjoined from using the name 
‘Knabe’ (neither alone or in combination in corporate name), in circulars, 
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catalogues or advertisements, unless accompanied by information that de- 
fendant is not the original William Knabe & Co., or William Knabe & 
Co. Manufacturing Company, or the successor to either, and that de- 
fendants’ pianos are not the product of the last-named concerns or their 


successor, the American Piano Company.” 

Then the court added that the defendants should be required 
to insert in their circulars, catalogs and advertisements a notice at 
some length which clearly stated the distinction between the original 
Knabe pianos made at Cincinnati and Baltimore, and that the new 
pianos which the defendants made had no connection with those 
made at Baltimore. 

The order, as finally entered in the above case, is fully sup- 
ported by the decision of the Supreme Court of the United States 
in Herring-Hall Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 560. 
In that case the court said, in speaking of the form of the decree 
which should be entered: 


“We are not disposed to make a decree against the Halls personally. 
That against the company should be more specific. It should forbid the 
use of the name Hall, either alone or in combination, in corporate name, 
on safes, or in advertisements, unless accompanied by information that 
the defendant is not the original Hall’s Safe and Lock Company or its 
successor, or, as the case may be, that the article is not the product of the 
last named company or its successors. With such explanations the de- 
fendants may use the Hall’s name, and if it likes may show that they are 
sons of the first Hall and brought up in their business by him and other- 
wise may state the facts.” 


In Stark Bros. Nurseries § Orchards Company v. Stark, 248 
Fed. 154 [8 T. M. Rep. 58], the facts were as follows: The com- 
plainant had registered its trade-mark under the Act of 1905, which 
consisted of the words “Stark Trees.” The defendants used the 
words “William P. Stark Nurseries.” William P. Stark was one 
of the original Stark family which had been engaged in the nursery 
business for ninety or more years and made the name well-known 
in that business. He was a stockholder in the complainant company 
at the time of the suit and was at one time employed by it. He set 
up a competitive business and associated with him in it his son Wil- 
liam H. Stark. The defendants in their advertising stated that they 
had “No connection with any other concern.” District Judge Van 
Valkenburgh held that while the defendants were entitled to do 
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business under their own name, the complainant was entitled to an 


injunction, and that the warning contained in the advertising mat- 
ter so far from absolving the defendants from the charge of unwar- 
ranted infringement really invited the public to regard the defend- 
ants as the original Starks. An injunction was granted. 

The case was carried to the Circuit Court of Appeals for the 
Eighth Circuit, 257 Fed. 9 [9 T. M. Rep. 182]. That court held 
that the court committed no error in granting a perpetual injunction 


but it modified the decree by requiring the defendants in their 
printed matter to state “that they are not of the original William 
Stark Nurseries.” The words added to the injunction order may be 
found in the margin. * 

It is well settled law that the mere name of an individual can- 
not become a valid technical trade-mark as against others bearing 
the same name. In Brown Chemical Company v. Meyer, 139 U. S. 
540 the Supreme Court declared that it was hardly necessary to 
say that an ordinary surname cannot be appropriated as a trade- 
mark by any one person as against others of the same name, who 
are using it for a legitimate purpose. In that case Mr. Justice 
Brown who was writing for the court said: 


*“That the defendants may use their surnames in circulars, catalogs, 
or advertisements, but they must be accompanied by information that they 
are not of the original William Stark Nurseries, nor in any wise connected 
with the Stark Bros. Nurseries & Orchards Company, or any of its pred- 
ecessors under whatsoever name their business was conducted, and that 
their trees are not the product of any of these concerns, nor their suc- 
cessors. It is further ordered and decreed that, for the purpose of dis- 
tinguishing defendants’ trees from those of the complainant, the defendants 
shall insert in their circulars, catalogs, and advertisements a notice sub- 
stantially as follows, and in form as conspicuous as the body of such cir- 
culars, catalogs, or advertisements: 


‘Notice’ 

“The ‘Stark Trees’ have been the product of the nursery business 
of the Stark family since the year 1816, and this nursery is still carried on 
by successors of the original Stark family at Louisiana, Missouri; that Wil- 
liam P. Stark, is a member of that family and was connected for over 
twenty-five years with, and learned the business from, successors of the 
original Starks; that our business is conducted at Neosho, Missouri, and 


has no connection whatever with the nursery business of the Stark Bros. 
Nurseries & Orchards Company, at Louisiana, Missouri.’ ” 
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“A man’s name is his own property, and he has the same right to its 
use and enjoyment as he has to that of any other species of property. If 
such a use be a reasonable honest and fair exercise of such right, he is no 
more liable for the incidental damage he may do a rival in trade than he 
would be for injury to his neighbor’s property by the smoke issuing from 
his chimney, or for the fall of his neighbor’s house by reason of necessary 
excavations upon his own land. These and similar instances are cases of 
damnum absque injuria.” 


And see McLean v. Fleming, 96 U. S. 245; Singer Manufac- 
turing Co. v. June Manufacturing Co., 163 U. S. 169; Elgin Na- 
tional Watch Co. v. Illinois Watch Case Co., 179 U. S. 665; Howe 
Scale Co. v. Wyckoff, Seamans and Benedict, 198 U. S. 118, 134; 
Stix, Baer & Fuller Dry Goods Co. v. American Piano Co., 211 Fed. 


[4 T. M. Rep. 246]; William Rogers Manufacturing Company, 


54 Conn. 527 

While one cannot be denied the legitimate use of his name in 
carrying on his business, he cannot do so in a manner which invades 
the rights of others. And the courts have held that: 


“1. He may not affirmatively do anything to cause the public to be- 
lieve that his article is made by the first manufacturer. 

“2 He must exercise reasonable care to prevent the public from so 
believing. 

“3. He must exercise reasonable care to prevent the public from be- 
lieving that he is the successor in business of the first manufacturer. Stix, 
Baer & Fuller Dry Goods Co. v. American Piano Company, supra; Stark 
Bros. Nurseries §& Orchards Co, v. Stark, supra.” 


In American Waltham Watch Company v. United States Watch 
Company, 173 Mass. 85, the court said: 


“* * * the name of a person may become so associated with his goods 
that one of the same name coming into the business later will not be al- 
lowed to use even his own name without distinguishing his wares. Brins- 
mead vy. Brinsmead, 13 Times L. R. 3; Reddaway v. eee (1896) A. C. 
199, 210. See Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 204, 16 Sup. 
Ct. 1002; Cream Co. v. Keller, 85 Fed. 643, and so, we phen not, may a 
geographical name acquire a similar association with a similar effect. 
Montgomery v. Thompson (1891) A. C. 217. Whatever might have been 
the doubts some years ago, we think that now it is pretty well settled that 
the plaintiff, merely on the strength of having been first in the field, may 
put later comers to the trouble of taking such reasonable precautions as 
are commercially practicable to prevent their lawful names and advertise- 
ments from deceitfully diverting the plaintiff's custom.” 
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In G. & C. Merriam Co. v. Ogilvie 170 Fed. 167, the Circuit 
Court of Appeals for the First Circuit modified the restraining order 
entered below by directing the following words to be inserted there- 
in: 


“This dictionary is not published by the original publishers of Web- 
ster’s Dictionary or by their successors.” 


And it required that those words should clearly and unmistak- 
ably appear in the title page of every volume of the dictionary 


published by the respondent or his successors or assigns. A petition 


for a writ of certiorari to the Supreme Court was denied. 

And in a case in the Circuit Court of Appeals for the Sixth 
Circuit, G. & C. Merriam v. Saalfield 190 Fed. 927, 332 [2 T. M. 
Rep. 1], referring to the terms of the injunction order in 170 Fed. 
167 (the case above mentioned) the court said: 

“It is not to be implied from what we have said that we regard the 
terms of the injunction ordered by the Circuit Court of Appeals for 
the First Circuit as an unreasonable or unjust limitation of the defendant’s 
rights. On the contrary, we should be quite willing to adopt it, if the facts 
of this case should seem to call for it. The decisions of the Supreme Court 


in the cases of Singer Company v. June Company, 163 U. S. 169, 16 Sup. 


Ct. 1002, 41 L. ed. 118, and Herring Safe Co. v. Hall’s Safe Co., 208 U. S. 


554, 28 Sup. Ct. 350, 52 L. ed., 616, amply justify the provisions of such 


an order.” 


In the unreported case of Francois Joseph de Spoturno Coty v. 
Coty Stores of America, Inc., previously mentioned herein, and de- 
cided May 15, 1922 [12 T. M. Rep. 229] the district Court of the 
United States for the State of Delaware granted an injunction res- 
training the defendant from using the name “Coty” in advertising 
or otherwise in connection with perfumes or toilet preparations, 
unless accompanied by the name “Ernest” in equally prominent let- 
ters “and from using the full name ‘Ernest Coty’ except when im- 
mediately followed by the phrase “Not the original Coty’ in letter- 
ing of the same style and at least one-half the size used for the 
words Ernest Coty.” It added: 

“* * * but this shall not prevent the defendant’s use of its corporate 
name provided that it is accompanied by the said phrase in lettering of the 


same style and at least one-fourth the size used for the corporate name, 
nor shall it prevent the defendant from selling or offering for sale in its 
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stores the products which it imports bearing the name ‘Ernest Coty’ unac- 
companied by the phrase ‘Not the original Coty’ provided that they do not 
bear the word ‘Origan’ or any imitation thereof and provided that there is 
at all times prominently displayed and permanently fixed in each such 
store, present or future, a placard or such number of placards as may be 
necessary in order that at least one such placard may be seen and easily 
read from any point in each such store, bearing the words ‘We are not the 
original Coty and do not carry his products.’ ” 


The doctrine announced in the above cases is analogous to that 
which is applied in the case of expired patents as illustrated in 
Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169. That case held 
that after the expiration of the patents on the Singer machines, the 
name “Singer,” by which such machines had come to be known, 
passed to the public with the cessation of the monopoly which the 
patent created, and that thereafter the public had the right to make 
the machine and affix the name Singer to it, but on the condition that 
the one doing so must not deceive the public into thinking that it 
was manufactured by the original manufacturer. The court re- 
versed the court below and remanded the cause with directions to 
enter a decree perpetually enjoining the defendant: 

“* * * first, from using the word ‘Singer’ or any equivalent thereto, 
in advertisements in relation to sewing machines, without clearly and un- 
mistakably stating in all said advertisements that the machines are made 
by the defendant, as distinguished from the sewing machines made by 
the Singer Manufacturing Company; second, also perpetually enjoining the 
defendant from marking upon sewing machines or upon any plate or device 
connected therewith or attached thereto the word ‘Singer,’ or words or 
letters equivalent thereto, without clearly and unmistakably specifying in 
connection therewith that such machines are the product of the defendant 
or other manufacturer, and therefore not the product of the Singer Manu- 
facturing Company.” 

While in the Waterman case, supra, this court substituted for 
the word “original” in the injunction order the words “not connected 
with the L. E. Waterman Co.” and did so upon the theory that the 
word “original” tended to characterize the defendant’s product as 
inferior to the complainant’s, we do not feel ourselves constrained 
by that decision to eliminate the word “original” from the order 
now before us and to substitute therefor the words “not connected 


with Coty, Inc.” We have elsewhere in this opinion expressed the 
opinion that the word “original,’ as used in the order, does not 
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necessarily imply inferiority. Moreover, the use of the word in 
the connection in which it is used in the order is sanctioned by the 
Supreme Court and the Appellate Courts generally, as we have seen 
in the cases above mentioned. There is no reason known to us why 


the practice in this class of cases should not be uniform in the 
federal courts. 


The relief prayed for in the Bill of Complaint was in the fol- 
lowing form: 


“Wherefore, the plaintiff prays that an injunction be issued under 
the seal of this Court and directed to the defendants and all persons doing 
business through or under them or in privity with them, and their agents, 
servants and employees enjoining them from infringing upon the trade- 
mark ‘Coty’ in any manner whatsoever, that the said goods unlawfully 
imported or manufactured in the United States, be seized and destroyed, 
that the defendants be decreed to pay unto the plaintiff the profits and 
damages resulting from the acts complained of in addition to the costs 
of this action and that such other and further relief should be granted 
as may be deemed proper.” 


The ordered entered by the court below is as follows: 


“Ordered, Adjudged and Decreed, that upon the plaintiff filing a bond 
by a duly authorized surety company according to law in the sum of $5,- 
000.00, that a temporary injunction be issued under the seal of this Court 
and directed to the defendant, Parfums de Grand Luxe, Inc., its officers 
and agents, employees and all persons acting through or under it, and to 
the defendant Walter B. Coble, enjoining them and each of them until 
further order of this Court, from using the word ‘Coty’ or the words ‘Ernest 
Coty’ in connection with the sale or advertisement of perfumes or toilet 
preparations, unless accompanied by information, in immediate juxtaposi- 
tion therewith that the defendant is not the original Coty, and it is further 

“Ordered, Adjudged and Decreed, that this order shall be deemed to 
have been complied with, in so far as the marking of the packages of face 
powder or other toilet preparations is concerned, by inserting after the 
words, ‘Ernest Coty, Paris’ and before the words ‘Maison fondée en 1917’ 
the words ‘Not connected with the original Coty’ in letters of the same 
size, color and print and prominence as the words ‘Ernest Coty’ and it is 


* © #99 


Counsel for the defendant calls attention to subdivision Fifth 
of Equity Rule 25 which reads as follows: 


“Fifth, a statement of and prayer for any special relief pending the 
suit or on final hearing, which may be stated and sought in alternative 
forms. If special relief pending the suit be desired the bill should be verified 
by the oath of the plaintiff, or someone having knowledge of the facts upon 
which such relief is asked.” 226 U. S. 655. 
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The complaint was verified by the oath of the Assistant Secre- 
tary of the plaintiff who swore that he had read the complaint and 


knew its contents, and that the same was true to his own knowledge, 


except as to the matters therein stated to be alleged on information 
and belief, and that as to those matters he believed them to be true. 
This was a compliance with the Rule above quoted. 

But counsel for defendant insist that the injunction granted 
is not based upon the trade-mark but upon alleged unfair competi- 
tion, and does not restrain the defendants from infringing a trade- 
mark and therefore was not properly granted under the Rules of 
the Court. The law of trade-marks is a part of the broader law of 
unfair competition. United Drug Company v. Rectanus Company, 
248 U. S. 90,97 [9 T. M. Rep. 1]. And as this court said in Her- 
cules Powder Co. v. Newton, 266 Fed. 169, 174 [10 T. M. Rep. 
198], the law of unfair competition is the natural evolution of the 
law of the trade-mark out of which it has grown. There is no merit 
in the objection taken. Protection against unfair competition is af- 
forded upon the same general principles upon which technical trade- 
marks are protected. And if a complaint prays an injunction for 
the infringement of a trade-mark and the court, at a preliminary 
hearing and without passing upon the validity of the trade- 
mark, states that it is convinced from the affidavits presented that 
the defendant’s conduct constitutes unfair competition, it may prop- 
erly issue a preliminary injunction in the form adopted in the in- 
stant case. Whether the injunction goes to prevent the infringe- 
ment of a trade-mark or to prevent unfair competition, the object 
is the same, the protection of the plaintiff’s right to the profits of 
his own business, and evidence introduced to show violation of a 
trade-mark may make out a clear case of unfair competition. And 
if under his complaint and the accompanying affidavits the plaintiff 
makes out a prima facie case of unfair competition, he is entitled 
to a temporary injunction. The term infringement “may be con- 
sidered as a term covering all acts violating rights of others, either 
under the law as to technical trade-marks or that of unfair com- 
petition.”” Nims on Unfair Business Competition, p. 40, Sec. 21. 

Order affirmed. 











